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DETAILED ACTION 

Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

1 . Claims 1-9, 11-17, and 19-23 are rejected under 35 U.S.C. 103(a) as being unpatentable 

over Briening M. et al., "Partitioning Gas Tracer Technology for Measuring Water in Landfills", 

(2002) Fall Meeting of the American Geophysical Union, B51 A-708. 

Re claim 1, Briening M. et al. disclose measuring water within solid waste by 

injecting two gas tracers within the solid waste. Briening M. et al. discloses one gas is 

conservative (e.g., non-reactive), and the second gas tracer partitions into the water and is 

separated from the conservative tracer during at least a portion of the method (See article 

B51A-0708). While Briening M. et al lacks the detail of the second gas tracer being 

selected from a group consisting of a halogenated aliphatic compound, a weak acid, a 

weak base, and a polar organic compound, Briening M. et al. discloses in the broad sense 

the use of a second tracer that partitions into water (See (See article B51 A-0708). The 
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court held in In re Mixon , 470 F.2d 1374, 176 USPQ 296 (CCPA 1973), that a selection 
of a known material based upon its suitability for the intended use is a design 
consideration within the skill of the art. Therefore, to employ Briening M. et al. on a 
second tracer selected from a group would have been obvious to one of ordinary skill in 
the art at the time of the invention since this reference explicitly teaches using a second 
tracer that partitions into water. 

Re claim 2, Briening M. et al. disclose a conservative (e.g., non-reactive) tracer, and a 
partitioning tracer (See article B51A-0708). While Briening M. et al. discloses does not 
specifically discloses that the tracers comprise helium and difluoromethane, the court 
held in In re Leshin , 227 F.2d 197, 125 USPQ 416 (CCPA 1960), that the selection of a 
known material based upon its suitability for the intended use is a design consideration 
within the skill of the art. Therefore, to employ Briening M. et al oh a tracers comprising 
helium and difluoromethane would have been obvious to one of ordinary skill in the art at 
the time of the invention since this reference explicitly teaches using two tracers. 

Re claim 3, Briening M. et al. disclose tracers that are injected and 
chromatographic separation of the tracers is measured between the point of the tracer 
injection and a point of tracer extraction (See article B51 A-0708). 

Re claim 4, Briening M. et al. disclose a conservative (e.g., non-reactive) tracer (See 
article B51 A-0708). While Briening M. et al. Joes not specifically discloses 

that the conservative tracer comprises at least one noble gas or perfluorinated compound, 
the court held in In re Leshin , 227 F.2d 197, 125 USPQ 416 (CCPA 1960), that the 
selection of a known material based upon its suitability for the intended use is a design 
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consideration within the skill of the art. Therefore, to employ Briening M. et al on a 
conservation tracer comprising noble gas or perfluorinated compound would have been 
obvious to one of ordinary skill in the art at the time of the invention since this reference 
explicitly teaches using a conservative tracer. 

Re claim 5, Briening M. et al. disclose a conservative (e.g., non-reactive) tracer (See 
article B51 A-0708). While Briening M. et al. discloses does not specifically discloses a 
conservative tracer selected from the group consisting of neon, helium, argon, and 
perfluorinated compounds, the court held in In re Leshin , 227 F.2d 197, 125 USPQ 416 
(CCPA 1960), that the selection of a known material based upon its suitability for the 
intended use is a design consideration within the skill of the art. Therefore, to employ 
Briening M. et al. on a conservation tracer selected from the group of neon, helium, 
argon, and perfluorinated compounds would have been obvious to one of ordinary skill in 
the art at the time of the invention since this reference explicitly teaches using a 
conservative tracer. 

Re claim 6, Briening M. et al. disclose a conservative (e.g., non-reactive) tracer. 
The conservative tracer has the inherent function of having a low affinity for water, and 
has a negligible affinity for solid waste and a gas-water phase interface. 

Re claim 7, Briening M. et al. disclose a conservative (e.g., non-reactive) tracer, and a 
partitioning tracer. Briening M. et al. discloses that a detector (e.g., chromagraph) 
measuring two tracer's after the tracers are injected into a material (e.g., landfill) (See 
article B51 A-0708). While Briening M. et al. lacks the detail of the second gas tracer 
being selected from a group consisting of a halogenated aliphatic compound, a weak acid, 



Application/Control Number: 1 0/5 80 5 3 1 3 Page 5 

Art Unit: 2856 

a weak base, and a polar organic' compound, Briening M. et al. discloses in the broad 
since the use of a second tracer that partitions into water (See (See article B51A-0708). 
The court held in In re Mixon . 470 F.2d 1374, 176 USPQ 296 (CCPA 1973), that a 
selection of a known material based upon its suitability for the intended use is a design 
consideration within the skill of the art. Therefore, to employ Briening M. et al. on a 
second tracer selected from a group would have been obvious to one of ordinary skill in 
the art at the time of the invention since this reference explicitly teaches using a second 
tracer that partitions into water. 

Re claim 8, Briening M. et aL disclose a conservative (e.g., non-reactive) tracer, and a 
partitioning tracer (See article B51A-0708). While Briening M. et al. disclose does not 
specifically discloses that the tracers are nontoxic, nonbiodegradable, and detectable 
within the gas phase, the court held in In re Leshin , 227 F.2d 197, 125 USPQ 416 (CCPA 
1960), that the selection of a known material based upon its suitability for the intended 
use is a design consideration within the skill of the art. Therefore, to employ Briening M. 
et al. on tracers that are nontoxic, nonbiodegradable, and detectable within the gas phase 
would have been obvious to one of ordinary skill in the art at the time of the invention 
since this reference explicitly teaches using two tracers used in an and environment for 
biodegradation or organic wastes. 

Re claim 9, Briening M. et al. disclose injecting two gas tracers into a landfill. While 
Briening M. et al. does not specifically disclose that the tracers are absent from the 
landfill gas or found in negligible concentrations within the gas phase. However, this 
teaching infers and/or suggests adding tracers wherein the current landfill gas does not 



Application/Control Number: 1 0/580,3 1 3 Page 6 

Art Unit: 2856 

contain a significant amount of the applied tracers that would alter the existing conditions 
of the landfill gas prior to adding the tracers. Therefore, to employ Briening M. et al. on 
tracers that are absent from landfill gas or found at negligible concentration would have 
been obvious to one of ordinary skill in the art at the time of the invention since this 
reference explicitly teaches using two tracers that are injected into the landfill. 

Re claim 11, Briening M. et al. disclose the partitioning tracer employed has a 
retardation dominated by bulk water (See article B5 1 A-0708). 

Re claims 12 and 13, Briening M. et al. disclose measuring water within solid waste 
by injecting two gas tracers within the solid waste/landfills . Briening M. et al. discloses 
one gas is conservative (e.g., non-reactive), and the second gas tracer partitions into the 
water and is separated from the conservative tracer during at least a portion of the method 
(See article B51 A-0708). While Briening M. et al. does not specifically discloses that the 
measuring water in a engineered porous media, the court held in, In re Pearson , 494 F.2d 
1399, 181 USPQ 641 (CCPA 1974); In re Yanush , 477 F.2d 958, 177 USPQ 705 (CCPA 
1973); In re Finsterwalder , 436 F.2d 1028, 168 USPQ 530 (CCPA 1971); In re Casey , 
370 F.2d 576, 152 USPQ 235 (CCPA 1967); In re Otto , 312 F.2d 937, 136 USPQ 458 
(CCPA 1963); Ex parte Masham , 2 USPQ2d 1647 (BdPatApp & Inter 1987), that a 
recitation with respect to the manner in which an apparatus is intended to be employed 
does not impose any structural limitation upon the claimed apparatus which differentiates 
it from a prior art reference disclosing the structural limitations of the claim. Therefore, 
to employ Briening M. et al on measuring water in porous media would have been 
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obvious to one of ordinary skill in the art at the time of the invention since this reference 
explicitly teaches determining the amount of water in solid waste/landfills. 

Re claim 14, Briening M. et al. disclose one tracer is conservative (e.g., non-reactive) 
within the landfills, and the second gas tracer partitions into the water (See article B51 A- 
0708). Briening M, et al. disclose a conservative tracer, which has an inherent function 
of not partitioning significantly into solids/liquids. Briening M. et al. discloses a partition 
tracer which has the inherent function of partitioning into water in landfills, but has 
minimal affinity for gas-water phase interface for solid waste. ). While Briening M. et al. 
lacks the detail of the second gas tracer being selected from a group consisting of a 
halogenated aliphatic compound, a weak acid, a weak base, and a polar organic 
compound, Briening M. et al. discloses in the broad since the use of a second tracer that 
partitions into water (See (See article B51 A-0708). The court held in In re Mixon , 470 
F.2d 1374, 176 USPQ 296 (CCPA 1973), that a selection of a known material based upon 
its suitability for the intended use is a design consideration within the skill of the art. 
Therefore, to employ Briening M. et al. on a second tracer selected from a group would 
have been obvious to one of ordinary skill in the art at the time of the invention since this 
reference explicitly teaches using a second tracer that partitions into water. 

Re claim 15, Briening M. et al. disclose a conservative (e.g., non-reactive) tracer, and 
a partitioning tracer (See article B51 A-0708). While Briening M. et al. disclose does not 
specifically discloses that the tracers are nontoxic, nonbiodegradable, and not easily 
detectable within the gas phase, the court held in In re Leshin , 227 F.2d 197, 125 USPQ 
416 (CCPA 1960), that the selection of a known material based upon its suitability for the 
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intended use is a design consideration within the skill of the art. Therefore, to employ 
Briening M. et al. on tracers that are nontoxic, nonbiodegradable, and not easily 
detectable within the gas phase would have been obvious to one of ordinary skill in the 
art at the time of the invention since this reference explicitly teaches using two tracers 
used in an and environment for biodegradation or organic wastes. 

Re claim 16, Briening M. et al. disclose a conservative (e.g., non-reactive) tracer (See 
article B51A-0708). While Briening M. et al. discloses does not specifically discloses 
that the conservative tracer comprises at least one noble gas or perfluorinated compound, 
the court held in In re Leshin . 227 F.2d 197, 125 USPQ 416 (CCPA 1960), that the 
selection of a known material based upon its suitability for the intended use is a design 
consideration within the skill of the art. Therefore, to employ Briening M. et al on a 
conservation tracer comprising noble gas or perfluorinated compound would have been 
obvious to one of ordinary skill in the art at the time of the invention since this reference 
explicitly teaches using a conservative tracer. 

Re claim 17, Briening M. et al. disclose a conservative (e.g., non-reactive) tracer. 
The conservative tracer has the inherent function of having a low affinity for water, and 
has a negligible affinity for solid waste and a gas-water phase interface. 

Re claim 19, Briening M. et al. discloses one gas is conservative (e.g., non- 
reactive), and the second gas tracer partitions into the water and is separated from the 
conservative tracer during at least a portion of the method (See article B51 A-0708). 
While Briening M. et al. lacks the detail of the second gas tracer being selected from a 
group consisting of fluromethane, difluoromethane, and 1,1,1-trifluoroethane, Briening 
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M. et al. discloses in the broad sense the use of a second tracer that partitions into water 
(See (See article B51A-0708). The court held in In re Mixon , 470 F.2d 1374, 176 USPQ 
296 (CCPA 1973), that a selection of a known material based upon its suitability for the 
intended use is a design consideration within the skill of the art. Therefore, to employ 
Briening M. et al. on a second tracer selected from a group would have been obvious to 
one of ordinary skill in the art at the time of the invention since this reference explicitly 
teaches using a second tracer that partitions into water. 

Re claim 20, Briening M. et al. discloses determining water saturation between 
the tracer injection and tracer extraction points (See article B51 A-0708). While does not 
specifically discloses water saturation between 0.09 and 0.39. Briening M. et al. with use 
of the selected tracers as claimed and the through experimentation the desired water 
saturation can easily be obtained. Briening M. et al. specifically discloses that 
experimental conditions were selected to mimic the range of moisture conditions. 
Therefore, to employ Briening M. et al. on a water saturation between 0.09 and 0.39 
would have been obvious to one of ordinary skill in the art at the time of the invention 
since this reference explicitly teaches selecting experimental conditions to mimic the 
range of moisture conditions that may exit in the material (e.g., landfills) and determining 
water saturation between the tracer injection and tracer extraction points. 

Re claim 21, Briening M. et al. disclose measuring water within solid waste by 
injecting two gas tracers within the solid waste/landfills . Briening M et al. discloses one 
gas is conservative (e.g., non-reactive), and the second gas tracer partitions into the water 
and is separated from the conservative tracer during at least a portion of the method (See 
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article B51A-0708). While Briening M. et al. does not specifically discloses that the 
measuring water in a biofilter, the court held in, In re Pearson , 494 F.2d 1399, 181 USPQ 
641 (CCPA 1974); In re Yanush, 477 F.2d 958, 177 USPQ 705 (CCPA 1973); In re 
Finsterwalden 436 F.2d 1028, 168 USPQ 530 (CCPA 1971); In re Casey , 370 F.2d 576, 
152 USPQ 235 (CCPA 1967); In re Otto . 312 F.2d 937, 136 USPQ 458 (CCPA 1963); 
Ex parte Masham , 2 USPQ2d 1647 (BdPatApp & Inter 1987), that a recitation with 
respect to the manner in which an apparatus is intended to be employed does not impose 
any structural limitation upon the claimed apparatus which differentiates it from a prior 
art reference disclosing the structural limitations of the claim. Therefore, to employ 
Briening M. et al on measuring water in a biofilterwould have been obvious to one of 
ordinary skill in the art at the time of the invention since this reference explicitly teaches 
determining the amount of water in solid waste/landfills. 

Re claim 22, Briening M. et al. disclose a conservative (e.g., non-reactive) tracer, 
and a partitioning tracer. Briening M. et al. discloses that a detector (e.g., chromagraph) 
measuring two tracers after the tracers are injected into a material (e.g., landfill) (See 
article B51 A-0708). While Briening M. et al. lacks the detail of the second gas tracer 
being selected from a group consisting of a halogenated aliphatic compound, a weak acid, 
a weak base, and a polar organic compound, Briening M. et al. discloses in the broad 
since the use of a second tracer that partitions into water (See (See article B51 A-0708). 
The court held in In re Mixon , 470 F.2d 1374, 176 USPQ 296 (CCPA 1973), that a 
selection of a known material based upon its suitability for the intended use is a design 
consideration within the skill of the art. Therefore, to employ Briening M. et al. on a 
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second tracer selected from a group would have been obvious to one of ordinary skill in 
the art at the time of the invention since this reference explicitly teaches using a second 
tracer that partitions into water. 

Re claim 23 5 Briening M. et ah discloses one gas is conservative (e.g., non-reactive), 
and the second gas tracer partitions into the water and is separated from the conservative 
tracer during at least a portion of the method (See article B51A-0708). While Briening M. . 
et al. lacks the detail of the second gas tracer being selected from a group consisting of 
fluromethane, difluoromethane, and 1,1,1-trifluoroethane, Briening M. et al. discloses in 
the broad sense the use of a second tracer that partitions into water (See (See article 
B51 A-0708). The court held in In re Mixon, 470 F.2d 1374, 176 USPQ 296 (CCPA 
1973), that a selection of a known material based upon its suitability for the intended use 
is a design consideration within the skill of the art. Therefore, to employ Briening M. et 
al. on a second tracer selected from a group would have been obvious to one of ordinary 
skill in the art at the time of the invention since this reference explicitly teaches using a 
second tracer that partitions into water. 

Response to Arguments 

2. Applicant's arguments filed 3/5/07 have been fully considered but they are not 

persuasive. 

Re claims 1, and 7, the applicant argues that Briening M. et al. does not select a 
partitioning gas selected from a group consisting of a halogenated aliphatic compound, a 
weak acid, a weak base, and a polar organic compound. However, Briening M. et al. 
discloses in the broad since the use of a second tracer that partitions into water (See (See 
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article B51 A-0708). The court held in In re Mixon , 470 F.2d 1374, 176 USPQ 296 
(CCPA 1973), that a selection of a known material based upon its suitability for the 
intended use is a design consideration within the skill of the art. Therefore, to employ 
Briening M. et al. on a second tracer selected from a group would have been obvious to 
one of ordinary skill in the art at the time of the invention since this reference explicitly 
teaches using a second tracer that partitions into water. 

3. 

Conclusion 

4. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 
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5. 



Any inquiry concerning this communication or earlier communications from the 



examiner should be directed to Tamiko D. Bellamy whose telephone number is (571) 272-2190. 
The examiner can normally be reached on Monday - Friday 7:30 AM to 3:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Hezron Williams can be reached on (571) 272-2208. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Tamiko Bellamy 
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May 14, 2007 



HEZRON WILLIAMS 
SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 2800 




